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§ 3.1 Means and Step Plus Function Claims 
in General 

It has now been almost 50 years since Congress enacted ¶ 6 of § 112.1  That paragraph was a 
legislative response to the 1946 United States Supreme Court’s Halliburton Oil Well Cementing 
Co. v. Walker decision2 that ha prohibited functional claiming.  Thus, as stated in¶ 6: 

An element in a claim for a combination may be expressed as a means r step for 
performing a specified function without the recital of structure, material or acts in 
support thereof, and such claim shall be construed to cover the corresponding 
structure, material, or acts described in the specification and equivalent thereof.3 

This relatively simple and straightforward language, however, has been the source of 
much misunderstanding by both courts and practitioners.  As Federal Circuit Judge Rich noted:  
“Few words in patent law have acquired more diverse meanings than the word ‘functional.’”4 
Many questions have persisted about these types of claims. For example, does § 112 apply to a 
method claim requiring steps?  Are means and step plus function claims narrower than a claim 
identifying a structure or act?  Does the judge or jury interpret means and step plus function 
claims?  Should the doctrine of equivalents, that is, Graver Tank & Manufacturing Co. v. Linde 
Air Products Co.)5 equivalents, be applicable to means and step plus function claims? 

In 1997, the Federal Circuit and the United States Supreme Court in O.I. Corp. v. Tekmar 
Co.6 and Warner-Jenkinson Co. v. Hilton Davis Chemical Co.7 clearly answered the first two 
questions. A limitation of a method claim that is drafted in the form of steps to accomplish a 
function, such as mixing to form an emulsion, comes under § 112, ¶ 6.  Contrary to what many 
practitioners believed, claims coming under § 112, ¶ 6, are narrow and will be restrictively 
construed.  In fact, such claims will be construed in a much more restrictive manner than a 
similar claim having elements that are not drafted in means or step plus function language. 

The third, and perhaps the fourth, questions are pending before the Federal Circuit in 
Cybor Corp. v. FAS Technologies, Inc.8  In September 1997, after oral arguments were made, the 
Federal Circuit, sua sponte, decided to hear t is case en banc.  The en banc decision in this case 

                                                 
1 This paragraph was originally ¶ 3 in § 112 and care should be taken in reviewing older case law, which frequently 

refers to it as such.  See 35 U.S.C. § 112 (1952); see, e.g., In re Zimmerley, 153 U.S.P.Q. (BNA) 367, 369 (Pat. 
Off. Bd. App. 1966). 

2 329 U.S. 1, 71 U.S.P.Q. (BNA) 175 (1946). 
3 35 U.S.C. § 112, ¶ 6 (1994). 
4 In re Fuetterer, 319 F.2d 259, 263 n.9, 138 U.S.P.Q. (BNA) 217, 221 n.9 (C.C.P.A. 1963). 
5 339 U.S. 605, 85 U.S.P.Q.2d (BNA) 329 (1950). 
6 115 F.3d 1576, 42 U.S.P.Q.2d (BNA) 1777 (Fed. Cir. 1997). 
7 117 S. Ct. 1040, 41 U.S.P.Q.2d (FNA) 1865 (1997). 
8 Appeal No. 96-1286 (Fed. Cir. 1996). 
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should resolve the question about the roles of the judge and jury regarding interpretation and 
enforcement o means and step plus function claims.  The en banc decision may also address the 
question of whether the doctrine of equivalents applies to such claims.  The United States 
Supreme Court’s decision in Warner-Jenkinson indicates that the Court questions whether means 
and step plus function claims should be entitled to the doctrine of equivalents.9 

In addition to O.L Corp., the Federal Circuit has rendered several other decisions in late 
1996 and 1997 addressing the scope, applicability, and implementation of § 112, ¶ 6. The general 
trend that can be seen from these case is that once a claim comes under the requirements of 
§ 112, ¶ 6, it will be very narrowly construed. 

§ 3.2 History of § 112, ¶ 6, Means and Step Plus 
Function Claiming 

A brief review of the history of § 112, ¶ 6, is necessary for a complete understanding of 
the issues surrounding interpretation and infringement analyses of these claims.  This paragraph 
was specifically enacted in response to the Supreme Court’s Halliburton Oil Well Cementing 
Co. v. Walker10 decision.  In Halliburton, the Court was presented with claims regarding n 
apparatus for measuring the depth of an oil well using a “sound-echo-time method.”11  As noted 
by the Halliburton Court: 

A claim typical of all those . . . only describes the resonator and its elation with 
the rest of the apparatus as “means associated with said pressure responsive 
device for tuning said receiving means to the frequency of echoes from the tubing 
collars of said tubing sections to clearly distinguish the echoes from said 
couplings from each other.”12 

The United States Supreme Court found this claim invalid, because the invention was 
claimed in “terms of what it will do rather than in terms of its own physical characteristics.”13  In 
striking down this type of functional claiming, the Court identified the “hazards” associated with 
such claims: 

[T]he broadness, ambiguity, and overhanging threat of the functional claim of 
Walker become apparent.  What he claimed in the court below and what he claims 
here is that his patent bars anyone from using in an oil well any vice heretofore or 

                                                 
9 See Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. U.S. 1040, 1048, 41 U.S.P.Q.2d (BNA) 1865, 

1871 (1997). 
10 P.J. Federico, Commentary on the New Patent Act, 35 U.S.C.A. vol. 1 (1954), reprinted in 75 J. Pat. & Trademark 

Off. Soc’y (JPOS) 161, 186-87 (Mar. 1993); Woodcock, Patent Act of 1952—Ten Years of Interpretation:  Section 
112, ABA Sec. of Patents, Trademarks and Copyrights, Summary of Proceedings at San Francisco 157-65 (1962). 

11 329 U.S. 1, 4, 71 U.S.P.Q. (BNA) 175, 177 (1946). 
12 329 U.S. 1, 8-9, 71 U.S.P.Q. (BNA) 175, 178 (1946). 
13 329 U.S. 1, 9, 71 U.S.P.Q. (BNA) 175, 178 (1946) (emphasis added). 
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hereafter invented which combined with the Lehr and Wyatt chine performs the 
function of clearly and distinctly catching and recording echoes from tubing joints 
with regularity.14 

The Court went on to note a way in which these hazards could have been overcome:  
“Had Walker accurately described the machine a claims to have invented, he would have had no 
such broad rights to bar the se of all devices now or hereafter known which could accent 
waves.”15 

While partially overruling Halliburton and permitting function claiming, ¶ 6 of § 112 
also contains a restriction on the scope of protection that will be afforded such claims. This 
restriction in the claims’ scope was intend d to minimize the hazards associated with them. 

Specifically, as the Halliburton Court suggested, ¶ 6 limited the scope of such claims, 
restricting them “to cover the corresponding structure, material, or acts described in the 
specification and equivalents thereof.”16  That paragraph also made it clear that this restriction on 
the scope of the claims applies to method claims, that is, acts, as well as apparatus and 
compositions c aims, that is, “structure” and “material.” 

In the years that followed, the Federal Circuit and the Court of Customs and Patent 
Appeals implied many times that both “means for” and “step to” claim language were subject to 
the restrictions of § 112, ¶ 6.  These court also gave a clear indication that such claims would be 
very narrowly construe.17  Nevertheless, perhaps because of the inherent difficulty in avoiding 
the temptation to broadly construe means and step plus function claims to snare n alleged 
infringer, these decisions did not end the debate about means and step plus function claims.18  

                                                 
14 329 U.S. 1, 12, 71 U.S.P.Q. (BNA) 175, 179 (1946). 
15 329 U.S. 1, 13, 71 U.S.P.Q. (BNA) 175, 180 (1946). 
16 35 U.S.C. § 112, ¶ 6 (1994) (emphasis added). 
17 See, e.g., In re Lundberg & Zuschlag, 244 F.2d 543, 547, 113 U.S.P.Q. (BNA) 530, 533 (C.C.P.A. 1957) (holding 

that, along with apparatus claims, a method claim having steps to accomplish a function was “subject to the 
provisions of section 112”); In re Fuetterer, 319 F.2d 259, 264, 138 U.S.P.Q. (BNA) 217, 22 (C.C.P.A. 1963) (“the 
word ‘combination’ in this paragraph includes . . . steps in a process”); Pennwalt Corp. v. Durand-Wayland, Inc., 
833 F.2d 931, 933-34, 4 U.S.P.Q.2d (BNA) 1737, 1739 (Fed. Cir. 1987) (“[w]hile encompassing equivalents of 
those disclosed in the specification, the provision [of ¶ 6], nevertheless, acts as a restriction on the literal 
satisfaction of a claim limitation [and] . . . plays no role in determining whether an equivalent function is 
performed by the accused device under the doctrine of equivalents”); Valmont Indus., Inc. v. Reinke Mfg. Co., 
983 F.2d 1039, 1042, 25 U.S.P.Q.2d (BNA) 1451, 1454 (Fed. Cir. 1993) (“[i]ndeed the section operates more like 
the reverse doctrine of equivalents because it restricts the coverage of literal claim language”). 

18 For example, several district courts have addressed the issue of step plus function claims, and appear to treat the 
issue as if there were little guidance from the Federal Circuit, or the clear language of the statute.  Genetech, 
Inc. v. Novo Nordisk A/S, 935 F. Supp. 260 (S.D.N.Y. 1996), vacated on other grounds, 108 F.3d 1361, 42 
U.S.P.Q.2d (BNA) 1001 (Fed. Cir. 1997); Motorola, Inc. v. Interdigital Tech. Corp., 930 F. Supp. 952 (D. Del. 
1996), aff’d in part, rev’d in part, 121 F.3d 1461, 43 U.S.P.Q.2d (BNA) 1481 (Fed. Cir. 1997); A.B. Dick Co. v. 
Burroughs Corp., 617 F. Supp. 1382, 228 U.S.P.Q. (BNA) 65 (N.D. Ill. 1985), aff’d on other grounds, 798 F.2d 
1392, 230 U.S.P.Q. (BNA) 849 (Fed. Cir. 1986). 
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This debate, however, should now substantially be put to rest by a series of recent Federal Circuit 
and Supreme Court decisions. 

§ 3.3 Step Plus Function Claims 

In April 1977, the Federal Circuit rendered its decision in Serrano v. Telular Corp.19  
That decision held that § 112, ¶ 6, was applicable to method claims.  However, because the claim 
element at issue in Serrano did no recite a function, the court found that the claim did not fall 
under § 112, ¶ 6.20 

A month later, in O.I. Corp. v. Tekmar Co.,21 the Federal Circuit was again presented 
with the issue of whether § 112, ¶ 6, applied to method claims.  In addressing this issue, the court 
first noted, and not without a touch of sarcasm, that the “appellant asserts, as have other parties, 
that we have not done so previously.”22 

In holding that section 112, ¶ 6, may apply to method claims, the court first turned to the 
clear language of the statute.  Section 112, ¶ 6 provides that “an element in a claim for a 
combination may be expressed as a . . . step for performing a specified function, without the 
recital of . . . acts in support thereof.”23  Thus, the court held that “[t]he word ‘combination’ in 
this paragraph includes `not only a combination of mechanical elements, but also a combination 
of substances in a composition claim, or steps in a process claim.’”24  This holding ends the 
debate over whether § 112, ¶ 6, applies to method claims. 

To support this holding, the court conducted a detailed statutory analysis of the language 
of § 112, ¶ 6.  In that analysis, the court first interpreted the term “means” in ¶ 6 to refer to 
apparatus claim elements and that this term corresponded to the terms “structure” and “material” 
in that paragraph.  The court then “interpret[ed] the term ‘step’ to refer to the generic description 
of elements of a process, and the term ‘acts’ to refer to the implementation of such steps.”25  
Thus, the court found that in paragraph 6 of § 112 “structure and material go with means, acts go 
with steps.”26 

The court, however, noted that there are limitations to tie applicability of § 112, ¶ 6, to 
method claims: 
                                                 
19 111 F.3d 1578, 42 U.S.P.Q.2d (BNA) 1538 (Fed. Cir. 1997). 
20 Id. 
21 O.I. Corp. v. Tekmar Co., 115 F.3d 1576, 1582, 42 U.S.P.Q.2d (BNA) 1777, 1781 (Fed. Cir. 1997). 
22 Id. (emphasis added). 
23 35 U.S.C. § 112, ¶ 6 (1994) (emphasis added). 
24 O.I. Corp. v. Tekmar Co., 115 F.3d 1576, 1582, 42 U.S.P.Q.2d (BNA) 1777, 1781 (Fed. Cir. 1997) (quoting In re 

Fuetterer, 319 F.2d 259, 264, 138 U.S.P.Q. (BNA) 217, 222 (C.C.P.A. 1963) (Rich, J.)). 
25 O.I. Corp. v. Tekmar Co., 115 F.3d 1576, 1582-83, 42 U.S.P.Q.2d (BNA) 1781-82 (Fed. Cir. 1997). 
26 O.I. Corp. v. Tekmar Corp., 115 F.3d 1576, 1583, 42 U.S.P.Q.2d 1777, 1782 (Fed. Cir. 1997). 
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Merely claiming a step without recital of a function is not analogous to a means 
plus a function.  We note that the Halliburton case concerned a apparatus claim, 
not a process claim, and we must be careful not to extend the language of this 
provision to situations not contemplated by Congress.  If we were to construe 
every process claim containing steps described by an “ing” verb, . . . we would be 
limiting process claims in a manner never intended by Congress.27 

Thus, the court identified an important, if not critical, factor to determining whether § 112, ¶ 6, 
applies to a method claim: 

[S]ection 112, ¶ 6, is implicated only when means plus function without definite 
structure are present, and that is similarly true with respect to steps, that the 
paragraph is implicated only when steps plus function without acts are present.28 

In Serrano v. Telular Corp.,29 the court relied on this factor limiting § 112, ¶ 6, to find 
that a claim calling for a “determining step,” but that did of recite a function, did not come under 
the restrictions of § 112, ¶ 6.  Judge Lurie was the author of both the Serrano and O.I. Corp. 
decisions. 

The application of § 112, ¶ 6, to method claims can best be illustrated by looking to some 
exemplary claim language.  The following method claim elements30 appearing in different claims 
in the same patent should be subject to vastly different interpretations and scopes of protection: 

1. Mixing a first ingredient with a second 

2. Mixing a first ingredient with a second to form an emulsion; or 

3. Mixing a first ingredient with a second using an agitator to form an emulsion. 

With respect to the first claim element, the restrictive interpretation of § 112, ¶ 6, should 
not apply.  There is no function recited in that claim element. 

With respect to the second claim element, a function without acts is recited.  Thus, § 112, 
¶ 6, should apply.  This claim element would be limited to the corresponding acts of mixing 
disclosed in the specification and equivalents thereof.  Thus, the second claim element would be 

                                                 
27 Id. 
28 Id. (emphasis original and added). 
29 111 F.3d 1578, 1583, 42 U.S.P.Q.2d (BNA) 1538 (Fed. Cir. 1997). 
30 It is important to note that the means or step plus function must be “in claim for a combination.”  35 U.S.C. § 112, 

¶ 6 (1994) (emphasis added).  Thus, a single means or step claim is not allowed and would be invalid.  Fiers v. 
Revel, 984 F.2d 1164, 1171, 25 U.S.P.Q.2d (BNA) 1601, 1606 (Fed. Cir. 1993); In re Hyatt, 708 F.2d 712, 713-
15, 218 U.S.P.Q.2d (BNA) 195, 196-97 (Fed. Cir. 1983). 



7 

construed more narrowly than the first, because the first claim element would not be limited to 
the acts disclosed in the specification.31 

The third claim element recites acts, that is, mixing with an agitator, as well as a function.  
As such, it should not be subject to the restrictive interpretation of § 112, ¶ 6.  Thus, it would be 
construed more broadly than the second element, because it would not be limited to the specific 
acts disclosed in the specification.32  This presents a unique situation in which the addition of a 
claim term broadens rather than restricts the scope of the claim. 

In addition to holding that § 112, ¶ 6, in general may apply to method claims, the court in 
O.I. Corp. held that a broad or general recitation of purpose or other such functional language in 
the preamble was insufficient to bring a method claim under § 112, ¶ 6.  Instead, to bring a claim 
under § 112, ¶ 6, the functional language must specifically correspond to the step at issue. 

The method claim at issue in O.I. Corp. provided: 

9. A method for removing water vapor from an analyte slug passing 
between a sparge vessel, trap and gas chromatograph, comprising steps of. 

(a) passing the analyte slug through a passage heated to first 
temperature higher than ambient, as the analyte slug passes from the sparge vessel 
to the trap; and 

(b) passing the analyte slug through the passage that is air cooled to a 
second temperature below said first temperature but not below ambient as the 
analyte slug passes from the trap to the gas chromatograph.33 

The court found that the elements of this claim did not recite a function for a particular step, and 
thus were not subject to the restriction of § 112,¶ 6.  The court rejected the alleged infringer’s 
argument that the functional language of the preamble could be used to bring the claim under 
§ 112 finding: 

The preamble statements of the purpose of the overall process do not constitute an 
associated function for the two “passing” steps of claim 9.  Performing a series of 
steps inherently produces a result, in this case the removal of Water vapor from 
the analyte slug, but a statement in a preamble of a result that necessarily follows 
from performing a series of steps does not convert each of those steps into step-
plus-function clauses.  The steps of “passing” are not individually associated in 
the claim with functions performed by the steps of passing.34 

                                                 
31 In re Morris, 127 F.3d 1048, 1055, 43 U.S.P.Q.2d (BNA) 1753, 1758 (Fed. Cir. 1997). 
32 Id. 
33 O.I. Corp. v. Tekmar Corp., 115 F.3d 1576, 1579, 42 U.S.P.Q.2d (BNA) 1777, 1779 (Fed. Cir. 1997). 
34 115 F.3d 1576, 1583, 42 U.S.P.Q.2d (BNA) 1777, 1782 (Fed. Cir. 1997). 
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In most cases, this requirement, that the function correspond directly to step or means in a 
claim element, should not be a problem, because a large number of claims are drafted in the 
paragraph style of the O.I. Corp. claim.  In other claims, however, the application of this 
correspondence requirement may not be so easy.  For example, if the claim element at issue has a 
step, or steps, within a step, and a function at the end of that overall element, or at the end of the 
claim, ascertaining whether that function is associated with a particular step may be difficult. 

In a subsequent decision to O.I. Corp., the Federal Circuit in Endress & Hauser Inc.35 
made it clear that an analysis under § 112, ¶ 6, proceeds on an element-by-element basis, and not 
to the claim as a whole.  Thus, in this procedural context, a § 112, ¶ 6, analysis and a doctrine of 
equivalents analysis are similar.36  To a certain extent, this should simplify the task of 
determining whether there is functional claim language that correspond to a step or means. 

§ 3.4 Means and Step Plus Function Claims Are 
Narrowly Construed 

Section 112, ¶ 6, sets forth the test for infringement of a means and step plus function 
claim elements.  Such elements “shall be construed to cover the corresponding structure, 
material, or acts described in the specification an equivalents thereof.”37  The terms 
“corresponding” and “equivalents” have both been relied upon by the courts to limit the scope of 
protection afforded mean and step plus function claims. 

Much debate has focused on the meaning of the term “equivalents” as it is used in § 112, 
¶ 6.  Many practitioners believed that this term gave great breadth to a means or step plus 
function claim.  In fact, as evidenced by the large number of means and step plus function 
claims, they were viewed by many as he claim format of choice and as a “means” to obtain broad 
patent protection.  Recent Federal Circuit and the Supreme Court cases, however, should put an 
end to this view.  Section 112 equivalents under § 112 is a narrow, restrictive doctrine. 

The Federal Circuit has stated that the literal infringement issue and r § 112, ¶ 6, is a two-
part inquiry.  First, the claimed function must be performed “exactly” in the accused device.”38  
Second, identical or equivalent structures or acts to those disclosed in the patent specification 
must be found in the accused device or process.  Thus, the Federal Circuit has framed the test for 
literal infringement thus: 

[F]or a means-[or step]-plus-function limitation to read on an accused device, the 
accused device must employ means [or steps] identical to or the equivalent of the 

                                                 
35 Endress & Hauser Inc. v. Hawk Measurement Sys. Pty. Ltd., 122 F.3d 1040, 1043, 43 U.S.P.Q.2d (BNA) 1849, 

1852 (Fed. Cir. 1997). 
36 Id. 
37 35 U.S.C. § 112, ¶ 6 (1994) (emphasis added). 
38 Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 933-34, 41 U.S.P.Q.2d (BNA) 1737, 1739 (Fed. Cir. 

1987). 
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structures, material, or acts described in the patent specification.  The accused 
device must also perform the identical function as specified in the claims.39 

This test—identity of claimed function and equivalence of disclosed structure or acts—on 
its face is very restrictive, and the Federal Circuit on several occasion has emphasized this 
point.40  Nevertheless, a debate over the breadth of means and step plus function claims 
continued.  The Supreme Court’ Warner-Jenkinson Co. v. Hilton Davis Chemical Co.41 decision, 
however, should end this debate. 

In Warner-Jenkinson the Supreme Court was faced wit issues surrounding the viability 
and application of the doctrine of equivalents, that is, Graver Tank (& Manufacturing Co. v. 
Linde Air Products Co.) equivalents.42  The doctrine of equivalents is a substantially different 
doctrine from “equivalents” under § 112. Section 112 equivalents has a different origin and 
purpose from the doctrine of equivalents.43 

Nevertheless, in addressing the doctrine of equivalents, the Supreme Court was required 
to address § 112 equivalents in response to an argument made by the alleged infringer.  The 
alleged infringer had argued that by enacting § 112, Congress had impliedly negated the doctrine 
of equivalents.  The Supreme Court rejected this argument and, in so doing, conducted an in-
depth analysis of § 112 equivalents. 

The Supreme Court found that applying § 112 equivalents was in fact “an application of 
the doctrine of equivalents in a restrictive role, narrowing the application of broad literal claim 

                                                 
39 Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 1042, 25 U.S.P.Q.2d (BNA) 1451, 1453-54 (Fed. Cir. 

1993). 
40 Pennwalt Corp. v. Durand-Wayland Inc., 833 F.2d 931, 933-34, 41 U.S.P.Q.2d (BNA) 1737, 1739 (Fed. Cir. 

1987) (“the provision [of ¶ 6], nevertheless, acts as a restriction on the literal satisfaction of a claim limitation 
[and] . . . plays no role in determining whether an equivalent function is performed by the accused device under 
the doctrine of equivalents”); Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 1042, 25 U.S.P.Q.2d 
(BNA) 1451, 1454 (Fed. Cir. 1993) (“[i]ndeed the section operates more like the reverse doctrine of equivalents 
because it restricts the coverage of literal claim language”). 

41 117 S. Ct. 1040, 41 U.S.P.Q.2d (BNA) 1865 (1997). 
42 Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 1045, 41 U.S.P.Q.2d (BNA) 1865, 1868 

(1997).  See 339 U.S. 605, 85 U.S.P.Q.2d (BNA) 329 (1950). 
43 Endress & Hauser Inc. v. Hawk Measurement Sys. Pty. Ltd., 122 F.3d 1040, 1043, 43 U.S.P.Q.2d 1849, 1852 

(Fed. Cir. 1997) (“it is well understood that ‘equivalents’ under § 112 is a different concept from ‘equivalents’ 
under the judicially created doctrine of equivalents”); Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 
1043, 25 U.S.P.Q.2d (BNA) 1451, 1455 (Fed. Cir. 1993) (“[i]n sum, section 112, ¶ 6, and the doctrine of 
equivalents have separate origins and purposes.  Section 112, ¶ 6, limits the broad language of means-plus-
function limitations in combination claims to equivalents of the structures, materials, or acts in the specifications.  
The doctrine of equivalents equitably expands patent rights.”). 
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elements.”44  The Supreme Court went so far in its narrowing of § 112 equivalents as to equate it 
with the reverse doctrine of equivalents.45 

The Supreme Court found support for its very narrow interpretation of § 112 equivalents 
in the origin and purpose of that section: 

§ 112, ¶ 6 was enacted as a targeted cure to a specific problem, and . . . the 
reference in that provision to “equivalents” appears to be no more an a 
prophylactic against potential side effects of that cure . . . .46 

To the extent that one may have tried, or struggled, to fin an opening in this strong 
pronouncement from the Supreme Court to broaden the scope of means and step plus function 
claims, the Federal Circuit in O.I. Corp. v. Tekmar Co.47 appears to have closed and locked the 
door.  In O.I. Corp., the Federal Circuit described § 112 equivalents as the “price that must be 
paid’ for drafting claims in a means or step plus function format.48  That “price” is the restricts n 
of the claims to the means or steps disclosed in the specifications.49 

The use of this negative language in the context of § 112 is a strong indication of the 
Federal Circuit’s resolve to narrow and restrict § 112 equivalents.  This negative reference to 
§ 112 is of particular significance, in view of the Federal Circuit’s almost religious fervor over 
language describing patents, such s patents being found “not invalid,” instead of valid. 

The O.I. Corp. decision further narrowed the scope of § 112 equivalents by rejecting the 
argument that the doctrine of claim differentiation can b used to expand the scope of a means or 
step claim.  Thus, if the only embodiment corresponding to a function is expressly included in a 
dependent claim, the independent claim from which it is based will nevertheless be limited to 
that embodiment.  As the Federal Circuit held, and perhaps again with a touch of sarcasm: 

Although the doctrine of claim differentiation may at times be controlling, 
construction of claims is not based solely upon the language of other claims; the 
doctrine cannot alter a definition that is otherwise clear from the claim language, 
description, and prosecution history. 

*     *     * 

                                                 
44 Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 1048, 41 U.S.P.Q.2d (BNA) 1865, 1870 

(1997) (emphasis added). 
45 117 S. Ct. 1040, 1048, 41 U.S.P.Q.2d (BNA) 1865, 1870-71 (1997). 
46 117 S. Ct. 1040, 1048, 41 U.S.P.Q.2d (BNA) 1865, 1871 (1997) (emphasis added).  Because the Court found that 

§ 112 was a very narrow response to the Halliburton decision, they rejected the argument that it impliedly negated 
the doctrine of equivalents. 

47 115 F.3d 1576, 42 U.S.P.Q.2d (BNA) 1777 (Fed. Cir. 1997). 
48 115 F.3d 1576, 1578, 42 U.S.P.Q.2d (BNA) 1777, 1782 (Fed. Cir. 1997). 
49 Id. 



11 

We conclude that the description provides a clear meaning for the language of the 
claim in this case and that it trumps the doctrine of claim differentiation.50 

In addition to narrowly construing the term “equivalents” in § 112, ¶ 6, the Federal 
Circuit has taken a very restrictive view of that paragraph’s requirement .that the claims cover 
the “corresponding” structure in the specification.  In B. Braun Medical v. Abbott Laboratories,51 
the court held that, for those acts or structure to be relied upon to establish an infringement, there 
must be a clear link between the claimed function and the acts or structure disclosed in the 
specification. 

The claim element at issue in Braun Medical called for a means for holding a disc.  There 
were, however, two different structures disclosed in the specification that could hold a disc.  One 
of those structures was described in very broad, general terms, and the other in very specific, 
narrow terms.  The court limited the scope of the claims to the very specific structure because 
that was a only structure clearly linked to the claim function.52  As stated by the Braun Medical 
court: 

Section 112, paragraph 6 states that a means-plus-function claim “shall be 
construed to cover the corresponding structure . . . described in the specification.  
We hold that, pursuant to this provision, structure disclosed in the specification is 
“corresponding” structure only if the specification or prosecution history clearly 
links or associates that structure to the function recited in the claim.  This duty to 
link or associate structure to function is the quid pro quo for he convenience of 
employing § 112, ¶ 6.53 

Thus, a patentee will not be able to rely upon recitations o acts and structures in the 
specifications to expand the scope of its means and step claims, unless there is a clear link 
between the claimed function and those recitations. 

Moreover, even if there is a clear link to broad general structures or acts disclosed in the 
specification, that broad general disclosure should no broaden the scope of protection afforded 
means and step plus function claims.  For example, in its recent Fonar Corp. v. General Electric 
Corp.54 decision, the Federal Circuit found: 

The ’966 specification discloses use of a generic gradient wave form.  Although it 
states that other wave forms may be used, it fails to specifically identify those 

                                                 
50 115 F.3d 1576, 1578, 42 U.S.P.Q.2d (BNA) 1777, 1781 (Fed. Cir. 1997) (emphasis added). 
51 124 F.3d 1419, 1424, 43 U.S.P.Q.2d (BNA) 1896, 1900 (Fed. Cir. 1997). 
52 Id. 
53 Id. (first emphasis added). 
54 107 F.3d 1543, 41 U.S.P.Q.2d (BNA) 1801 (Fed. Cir. 1997). 
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wave forms.  Thus, under section 112, ¶ 6, claim 12 is limited to use of a generic 
gradient wave form and its equivalents.55 

§ 3.5 Applicability of § 112, ¶ 6 

It is now clear that for a claim element to be subject to the restrictions of § 112, ¶ 6, the 
claim element must recite a function, without structure or acts.  Moreover, the use of the term 
“means” or “steps” in the claim element usually, although not always, invokes § 112, ¶ 6.  In the 
Sage Products, Inc. v. Devon Industries, Inc.,56 decision, Judge Rader provided a clear and useful 
sum nary of the Federal Circuit’s recent decisions that addressed this issue.  As stated in the Sage 
decision: 

The use of the word “means,” which is part of the classic template for functional claim 
elements, gives rise to “a presumption that the inventor used a term advisedly to invoke the 
statutory mandates for means plus function clauses.”  However, the presumption is not 
conclusive.  For example, where a claim uses a word “means,” but specifies no corresponding 
function for the “means,” it does not implicate section 112.  Likewise, where a claim recites a 
function, but then goes on to elaborate sufficient structure, material, or acts within the claim 
itself to perform entirely the recited function, the claim is not in means-plus-function format.57 

§ 3.6 Who Construes Means and Step Plus 
Function Claims? 

Since Markman v. Westview Instruments, Inc.,58 it is now settled law that the judge, not 
the jury, is responsible for claim interpretation.  Markman, however, did not address means and 
step plus function claims.  In fact, the Federal Circuit’s en banc Markman decision expressly 
stated that “the issue of construction of means-plus-function claim limitations under 35 US.C. 
§ 112, para. 6” was not before the court and that it “express[es] no opinion on the issue of 
whether a determination of equivalents under § 112, para 6, is a question of law or fat.”59 

                                                 
55 107 F.3d 1543, 1551-52, 41 U.S.P.Q.2d (BNA) 1801, 1807 (Fed. Cir. 1997). 
56 1997 U.S. App. LEXIS 26412 (Fed. Cir. 1997). 
57 Sage Prods., Inc. v. Devon Indus., Inc., 126 F.3d 1420, 1427, 44 U.S.P.Q.2d (BNA) 1103, 1109 (Fed. Cir. 1997) 

(citations omitted) (citing York Prods., Inc. v. Central Tractor Farm & Family Ctr., 99 F.3d 1568, 1574, 40 
U.S.P.Q.2d (BNA) 1619, 1623 (Fed. Cir. 1996); Cole v. Kimberly-Clark Corp., 102 F.3d 524, 41 U.S.P.Q.2d 
(BNA) 1991 (Fed. Cir. 1996); Greenberg & Ethicon Endo-Surgery, Inc., 91 F.3d 1580, 1584, 39 U.S.P.Q.2d 
(BNA) 1783, 1786-87 (Fed. Cir. 1996)). 

58 116 S. Ct. 1384, 38 U.S.P.Q.2d (BNA) 1461 (1996). 
59 Markman v. Westview Instruments, Inc. 52 F.3d 967, 977 n.8, 34 U.S.P.Q.2d (BNA) 1321, 1327 n.8 (Fed. Cir. 

1995), aff’d, 116 S. Ct. 1384, 38 U.S.P.Q.2d (BNA) 1461 (1996); Kegel Co. v. AMF Bowling, Inc., 127 F.3d 
1420, 1427 n.5, 44 U.S.P.Q.2d (BNA) 1123, 1128 n.5 (Fed. Cir. 1997). 
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In September 1977, the Federal Circuit, sua sponte, decided to hear Cybor Corp. v. FAS 
Technologies, Inc.60  The en banc decision in this case should answer the question of who 
construes § 112, ¶ 6, claims. There are, however, essentially only three issues or determinations 
in a ¶ 6 analysis where the court might draw the line between judge and jury. 

First, the determination of whether a particular claim element meets the requirements of 
§ 112, ¶ 6, must be made.  That is, does the element express a means or step without structure or 
acts to accomplish a function?  Second, if the claim element meets the requirements of § 112, 
¶ 6, the corresponding structure or acts disclosed in the specification must then be determined.  
Third, it must be determined whether the accused device accomplishes an identical function and 
with equivalent structure or acts to those identified in the specification as corresponding to the 
claimed function. 

There should be little doubt that the first determination, the applicability of § 112, ¶ 6, 
should be for the judge.  Determining whether particular claim language meets a statutory 
requirement should be a question of law.61  Moreover, this determination cannot be distinguished 
from the claim interpretation of non-means and step plus function claims, which under Markman 
is solely for the judge. 

The second question, identifying the corresponding structure or acts in the specification, 
presents a more difficult issue.  At least one district court has addressed this issue and, in a well 
reasoned decision, found that this inquiry is for the judge.62  This approach seems to be closest to 
the teaching and spirit of Markman.  An analogy can readily be made between identifying the 
corresponding structure or acts in the specification and interpreting the meaning of a term in the 
non means or step plus function claim. 

There is also support, however, for the position that this second determination is solely 
for the jury.  Support for this approach is found in the language of § 112, ¶ 6.  The term 
“corresponding” in § 112, ¶ 6, is found in the latter part of that paragraph after the term “cover.”  
“Cover” has been interpreted as being used in the context of infringement.63  Thus, the argument 
would go, because infringement is an issue for the jury, and “corresponding” elates to 
infringement, the determination of “corresponding” is for the jury. 

Finally, there should be little doubt that the third question is not solely for the judge.  The 
exercise of comparing a properly construed claim to the accused device is for the jury.64 

                                                 
60 Appeal No. 96-1286 (Fed. Cir. 1996). 
61 See, e.g., In re Dossel, 115 F.3d 942, 944, 42 U.S.P.Q.2d (BNA) 1881, 1883 (Fed. Cir. 1997) (“compliance with 

§ 112, ¶ 6, is a question of law”). 
62 Motorola, Inc. v. Interdigital Tech. Corp., 930 F. Supp. 952, 962-63 (D. Del. 1996), aff’d in part, rev’d in part, 

121 F.3d 1461, 43 U.S.P.Q.2d (BNA) 1481 (Fed. Cir. 1997). 
63 E.g., Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 1042, 1045 U.S.P.Q.2d 1451, 1453-54 (Fed. Cir. 

1993). 
64 Markman v. Westview Instruments, Inc., 116 S. Ct. 1384, 38 U.S.P.Q.2d (BNA) 1461 (1996). 
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§ 3.7 Should the Doctrine of Equivalents ply to 
Means and Step Plus Function Claims 

The United States Supreme Court’s characterization of § 12 equivalents as being 
“restrictive” and “narrowing” the scope of the claims65 lends support to the position that claims 
coming under § 112, § 6, should not be entitled to the doctrine of equivalents.  There are two 
rationales that support this position. 

First, it would be contrary to the intent of Congress for a court to apply the broadening 
equitable doctrine of equivalents to a type of claim that was intended to be narrow and 
restrictive.  In essence, the application of the doctrine of equivalents to a means or step plus 
function claim would vitiate the “prophylactic”66 limitations that Congress placed in § 112, ¶ 6. 

Second, § 112, ¶ 6, was enacted to carve out a narrow exception to the Court’s 
Halliburton Oil Well Cementing Co. v. Walker67 decision, by allowing functional claims.  As 
noted by the Federal Circuit, however, this exception had a price such claims would be narrowly 
and restrictively construed.  There is nothing in the language or legislative history of § 112, ¶ 6 
to indicate that in permitting functional claims, Congress intended to have the doctrine of 
equivalents apply to such claims. In fact, the Supreme Court in Warner-Jenkinson Co. v. Hilton 
Davis Chemical Co.68 noted that § 112, ¶ 6, “is silent on the doctrine of equivalents as applied 
where there is no literal infringement.”69 

Thus, the language and history of § 112, ¶ 6, lends support to the conclusion that the 
doctrine of equivalents should not apply to means and step plus function claims.  After 
Halliburton there could be no infringement of a functional claim either literally or under the 
doctrine of equivalents because such claim were invalid.  Congress then allowed such claims, but 
specifically limited their scope of protection; that is, Congress specifically limited what could 
infringe.  Thus, absent the Supreme Court’s reversal of Halliburton, it will be improper for a 
court to give a patentee, who chose to claim an invention as a means r step plus function, greater 
protection than what Congress specifically authorized.  As stated by the Federal Circuit in Sage 
Products, Inc. v. Devon Industries, Inc.,70 

As between the patentee who had a clear opportunity to negotiate broader claims 
but did not do so, and the public at large, it is the patentee who must bear the cost 

                                                 
65 Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 1048, 41 U.S.P.Q.2d (BNA) 1865, 1870 

(1997). 
66 Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 1048, 41 U.S.P.Q.2d (BNA) 1865, 1871 

(1997). 
67 329 U.S. 1, 71 U.S.P.Q. (BNA) 175 (1946). 
68 117 S. Ct. 1040, 41 U.S.P.Q.2d (BNA) 1865 (1997). 
69 117 S. Ct. 1040, 1048, 41 U.S.P.Q.2d 1865, 1871 (1997). 
70 1997 U.S. App. LEXIS 26412 (Fed. Cir. 1997). 
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of its failure to seek protection for this foreseeable alteration of its claimed 
structure.71 

 
 
 

                                                 
71 Sage Prods., Inc. v. Devon Indus., Inc., 1997 U.S. App. LEXIS 26412, at *11 (Fed. Cir. 1997). 


